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Examiner 

Camtu T. Nguyen 



Applicant(s) 
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Art Unit 

3772 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 



1 )Kl Responsive to communication(s) filed on 27 February 2008 . 
2a)KI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 5-10.22.24-26 and 28-33 is/are pending in the application. 

4a) Of the above claim(s) 6.8 and 31 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6M Claim(s) 5. 7.9. 10.22.24-26.28-30.32 and 33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to: See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

* 

i 

Response to Amendment 
This Office Action is responding to applicant's amendment filed on 2-27-2008. Claims 
5, 7, 24, and 26 have been amended. Claim 27 has been cancelled. Claims 32 & 33 are newly 
added. 

V 

) 

Applicant's comments directed toward the prior arts applied in the previous Office 
Action are noted, thus, those prior arts have been removed. 

Applicant stated that a Terminal Disclaimer will be filed upon indication of allowability 
of the claims. As such and until a Terminal Disclaimer is filed, the nonstatutory obviousness- 
type double patenting is maintained. 

The claims, as amended, have been carefully considered and are rejected as follows, 

* 

based on new grounds of rejection, which was necessitated by applicant's amendment. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 5, 7, 9, 10, 22, 24-26,and 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mollenauer et al (U.S. Patent No. 5,634,937) in view of Stablein (DE 37 37 
121 Al). 
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Mollenauer et al discloses a trocar stabilizer device (10) for accessing to body tissue, the 
device (10) comprising an access member (22) having a longitudinal passage for purposes of 
receiving an endoscope (34), a seal (20) disposed within the access member (22) and having an 
aperture therethrough, as shown in Figure 5, the seal (20) expands from a relaxed state (Figure 5) 
to a stressed state upon passage of the endoscope (34) in a seal relation therewith (Figures 8 & 
17). 

Figure 5 illustrates the seal (20) having a tapered portion of a conical configuration. 

Mollenauer et al discloses the seal (20) is of elastic biocompatible material (column 6 
lines 42-49), of which is resilient. 

With regards to claim 5 & 24 reciting "adapted", it has been held that the recitation that 
an element is "adapted to" perform a function is not a positive limitation but only requires to 
ability to so perform. It does not constitute a limitation in a patentable sense. In re Hutchison, 
69USPQ138. 

The Mollenauer et al device does not disclose the seal comprising a fabric material as 
recited in claims 5, 24, 26, and 29. 

Stablein further discloses a sealing system for catheter/instrument insertion assembly, the 
sealing sleeve (2) is made of soft and flexible but tear-resistant material (natural or synthetic or 
soft plastic) and a fabric material is used to reinforce sealing sleeve (2), see last paragraph of 
column 2. 

Therefore, it would have been obvious to one skilled in the art to modify the material of 
the Mollenauer et al seal (20) such that it would include a layer of fabric, as taught by Stablein, 
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as such would provide not only flexibility during insertion of the endoscope (34) but also greater 
resistance, thus, to form a tighter fluidic seal in relation about the endoscope (34). 

With regards to claim 30 reciting the fabric disposed on each of opposed surfaces of the 
resilient seal, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made situate the fabric on each of opposed surfaces of the resilient seal, since it 
has been held that rearranging parts of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. 

Claims 5, 24, 32, and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stephens et al (U.S. Patent No. 5,350,364) and further in view of Stablein (DE 37 37 121 Al). 

Stephens et al discloses a trocar assembly (10) to provide access for surgical instrument 
during endoscopic surgical procedure comprising all of the element as recited in applicant's 
claims including the seal (234) is non inflatable (claims 32 &33), the seal (234) is of resilient 

4 

material such as silicone (column 8 lines 65-67) but the seal (234) does not comprising a fabric 
material as recited in independent claims 5 and 24. 

Stablein further discloses a sealing system for catheter/instrument insertion assembly, the 
sealing sleeve (2) is made of soft and flexible but tear-resistant material (natural or synthetic or 
soft plastic) and a fabric material is used to reinforce sealing sleeve (2), see last paragraph of 
column 2. 

Therefore, it would have been obvious to one skilled in the art to modify the material of 
the Stephens et al seal (234) such that it would reinforced by fabric, as taught by Stablein, as 
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such would minimize frictional forces while inserting/moving implements inside the trocar 
device (10). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 5 and 24 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-10 of U.S. Patent No. 5,545,179 to Williamson, IV 
in view of U.S. Patent No. 7,244,244 to Racenet et al. Williamson, IV discloses an access 
assembly to provide access for surgical instrument during endoscopic surgical procedure 

r 

comprising all of the element as recited in applicant's claims but does not disclose the tapering 
sealing (26) comprising a fabric material and being disposed within the access member, as 
recited in independent claims 5 and 24. Racenet et al discloses in claims 1, 2, 4, 5, 8-10, 14, 20, 
22, 23, 24 a layer of fabric attached to the seal member. Therefore it would have been obvious to 



Application/Control Number: 10/670,032 Page 6 

Art Unit: 3772 

one skilled in the art during the time of the invention to modify claim 1 of U.S. Patent No. 
5,545,179 (Williamson, IV) to provide a layer of fabric as taught by Patent No. 7,244,244 
(Racenet et al) for the purposes of providing greater resistance, thus, to form a tighter fluidic seal 
in relation about the elongated object. 

Claims 5, 7, 9, 10, 22, and 24-30 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 5-13 and 16-19 of 
copending Application No. 10/718,195 (according to PAIR system, the latest amendment is 
Examiner's Amendment mailed out on June 6, 2006). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claims in co-pending 
application #10/718,195 reciting the seal member having an hourglass configuration anticipates 
the seal member having a general conical configuration in this instant application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

* 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

♦ 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
' examiner should be directed to Camtu T. Nguyen whose telephone number is 571-272-4799. 
The examiner can normally be reached on (M-F) 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on 571-272-4940. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Camtu T. Nguyen/ 
Examiner, Art Unit 3772 

/Patricia Bianco/ 

Supervisory Patent Examiner, Art Unit 3772 




PTCVSB/08A (08-03) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



*g§>r r — ' 

Substitute for form 1449/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Use as many sheets as necessary) 


Complete if Known "X 


Application Number 


10/670,032 


Filing Date 


09/24/2003 


First Named Inventor 


David C. Racenet et al 


Art Unit 


3772 


Examiner Name 


Camtu Nguyen 


V. Sheet 1 »f |2 


Attorney Docket Number 


1 879CON2 (203-2045CON2) J 



U. S. PATENT DOCUMENTS 


Examiner 
initials 

« 


Cite 

Wo 1 

NO. 


Document Number 


PuWication Date 
Miw-UL>-T it T 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, Where 
Keievarn Massages or Relevant 
Figures Appear 


Number-Kind Code 2 "*" 0 '"* 


/T.N./ 




us " 5391 153A 


02-21-1995 


• 








us- 












us- 












us- 












US- 












US- 












US- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 









FOREIGN PATENT DOCUMENTS 


Examiner 
Initials* 


ate 
No. 1 


Foreign Patent Document 


Publication 
Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages. Columns, Unes, * 
Where Relevant Passages 
Or Relevant Figures Appear 


T* 


Country Code 5 "Number 4 "Kind Code 5 (if known) 























































































Examiner 
Signature 


/Camtu Nguyen/ 


Date 

Considered 


10/26/2008 



• • — - " ff — — » - - — w — " r v w ww w -w-w ■ »• w» w m rwmmm m -w-wrmw w w-rww ^— » wwi — ' » " «■ « w « »■ w gi » »*«w *r » • »■ » ■ ^ » »» » ■» ■ at Wl ■ ■ 1WP I^^W M • "^pP ■ I Iff 

considered. Include copy of this form with next communication to applicant. 'Applicant's unique citation designation number (optional). 2 See Kinds Codes of 
USPTO Patent Documents at www.uspto.QOv or MPEP 901.04. * Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). 4 For 
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document, ^nd of document by 
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. 6 Applicant is to place a check mark here if English language 
Translation is attached. 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the CWef Information Officer, U.S. Patent 
and Trademark Office, P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, cat! 1-800-PTO-91 99 (1-B00-7BS-9199) and select option 2. 



i 



PTO/SB/088 (08-03) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995. no persons are required to respond to a collection of information unless 8t contains a valid OMB control numbe r. 



Substitute for form 1449/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Use as many sheets as necessary) 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



10/670,032 



09/24/2003 



David C. Racenet et at 



3772 



Camtu Nguyen 



\sheet [2 



of |2 



Attorney Docket Number 



1879CON2 (203-2045CON2) 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials* 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of 
the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 

numbers), publisher, city and/or country where published. 


T 2 


/T.N./ 




European Search Report for corresponding European Patent Application - 
EP0701 5497 - Date of Mailing October 31 , 2007 (3 pages) 








• 
























* 






























• 










• 





Examiner 
Signature 


/Camtu Nguyen/ 


Dale 

Considered 


10/26/2008 



'EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not 
considered. Include copy of this form with next communication to applicant. 

1 Applicant's unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached. 
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent and 
Trademark Office, P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2. 



DOC COde IDS PTO/SB/08a (0348) 

^ , r! , Approved for use through 09/30/2008. OMB 0651-0031 

Doc description: Information Disclosure Statement (IDS) Filed u s Patent and Trademailc y s department of commerce 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number. 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

( Not for submission under 37 CFR 1.99) 


Application Number 


10670032 


Filing Date 


2003-09-24 


First Named Inventor 


Racenet, et al. 


Art Unit 


3772 


Examiner Name 


Camtu Tran Nguyen j 


Attorney Docket Number 


1879CONII (203-2045CONII) 



U.S. PATENTS 



Remove 



Examiner Cite 
Initial* No 



Patent Number 



Kind 
Codei 



Issue Date 



Name of Patentee or Applicant 
of cited Document 



Pages,Columns,Lines where 
Relevant Passages or Relevant 
Figures Appear 



/T.N./ 



5391153 



1995-02-21 



Haber, et al. 



6027801 



2000-02-22 



Maro, et al. 



/T.N./ 



5628732 



1997-05-13 



Antoon, Jr., et al. 



If you wish to add additional U.S. Patent citation information please click the Add button. 



Add 



U.S.PATENT APPLICATION PUBLICATIONS 



Remove 



Examiner 
Initial* 



Cite 
No 



Publication Number 



Kind 
Codei 



Publication 
Date 



Name of Patentee or Applicant 
of cited Document 



Pages t Columns,Lines where 
Relevant Passages or Relevant 
Figures Appear 



/T.N./ 



20020013552 



2002-01-31 



Dennis 



If you wish to add additional U.S. Published Application citation information please click the Add button ] Add 



FOREIGN PATENT DOCUMENTS 



Remove 



Examiner 
Initial* 


Cite 
No 


Foreign Document 
Number 3 


Country 
Code2 j 


Kind 
Code^ 


Publication 
Date 


Name of Patentee or 
Applicant of cited 
Document 


Pages,Columns,Lines 
where Relevant 
Passages or Relevant 
Figures Appear 


T5 


/T.N./ 


1 

* 


% 

9513313 


WO 




1995-05-19 






□ 



EFS Web 2.1.5 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

( Not for submission under 37 CFR 1.99) 


Application Number 


10670032 


Filing Date 


2003-09-24 


First Named Inventor 


Racenet, et al. 


Art Unit 


3772 


Examiner Name 


Camtu Tran Nguyen 


Attorney Docket Number 


1879CONII (203-2045CONII) 



/T.N./ 


2 


07241298 


JP 




1995-09-19 






□ 


If you wish to add additional Foreign Patent Document citation information please click the Add button 


Add 


NON-PATENT LITERATURE DOCUMENTS 


Removej 


Examiner 
Initials* 


Cite 
No 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item 
(book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s), 
publisher, city and/or country where published. 


T5 




1 




□ 


If you wish to add additional non-patent literature document citation information please click the Add button 


Add | 


EXAMINER SIGNATURE 


Examiner Signature 


/Camtu Nguyen/ 


Date Considered 


10/26/2008 


* EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. . 


1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO j 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document 
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 5 Applicant is to place a check mark here if 
English language translation is attached. 



« 



EFSWeb 2.1.5 



